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Sir: 

This Reply Brief addresses the argiaments of the Examiner, 
as presented in the three substantive paragraphs of Section (11) 
in the December 3, 2003 Examiner's Answer. 

In the Appeal Brief, U.S. Patent No. 5,286,570, U.S. Patent 
No. 4,729,925, and European Patent Application No. 0 604 334 are 
referred to, respectively, as SCHLUETER, JR. et al., CHEN et al. 
and RAMOS et al. For clarity of expression, in this Reply Brief 
these patent publications are identified simply as SCHLUETER, 
CHEN, and RAMOS. 



It is respectfully submitted that, in the first paragraph 
of this Section (11), the Examiner incorrectly states Appellants 
to be arguing that the SCHLUETER Example II polyisocyanate 



First Paragraph in Section (11) 
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prepolymer has too much diisocyanate, for this SCHLUETER Example 
II to be teaching Appellants' recited 45-70 weight percent 
polyisocyanate prepolymer. i^pellants' argument is not that there 
is too much diisocyanate in the polyisocyanate prepolymer of 
SCHLUETER Example II; rather. Appellants are arguing that there is 
too much diisocyanate in Mix A of SCHLUETER Example II. 

Specifically, there is too much of the diisocyanate, in Mix 
A, to be able get enough polyisocyanate prepolymer to reach 
Appellants' 45 weight percent lower limit. Because of how much 
excess diisocyanate there is in Mix A, reaching this 45 weight 
percent amount is physically impossible. 

The Appeal Brief ^^new calculation", referred to by the 
Examiner, proves that even under completely idealized conditions, 
SCHLUETER Example II cannot provide more that 18.78 weight percent 
polyisocyanate prepolymer. And also, in the Appeal Brief it is 
shown how the art demonstrates the significance of the difference 
between the idealized SCHLUETER Example II 18.78 weight percent, 
and Appellants" recited 45 weight percent lower limit. 

The Examiner also argues, as supporting her position on this 
issue, that Appellants' claims don't specify how their prepolymer 
is made, what NCO content it has, or what its molecular or 
equivalent weight is. It is respectfully submitted that the 
foregoing is true, but irrelevant. Appellants are not arguing 
these features here. 
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Rather, in the J^peal Brief, Appellants point out that, to 
provide the maximum weight percent of polyisocyanate prepolymer, 
as high as possible a proportion of the diisocyanate must be 
reacted; and to get as high as possible a proportion of the 
diisocyanate reacted, the result must be nothing but diisocyanate 
endcapped triblock polyisocyanate prepolymer. And even this 
idealized result can only provide an 18.78 weight percent maximium 
of polyisocyanate prepolymer, which is far below the 45 weight 
percent lower limit as specified in all of Appellants' claims 
under appeal. 

Second Paragraph in Section (11) 
It is respectfully submitted that, in the second paragraph 
of Reply Brief Section (11), the Examiner is still incorrectly 
addressing the issue of motivation. The burden is on the 
Examiner to show the motivation for combining the reference 
teachings . 

As to the matter of motivation, the Examiner refers to the 
ability, of one skilled in the art, to recognize that the CHEN 
et al. and RAMOS charge control agents will not migrate because 
of their attachment. But such recognition does not provide the 
motivation to modify the SCHLUETER elastomer, by replacing its 
charge control agents with those of CHEN and RAMOS. 
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Third Paragraph in Section (11) 



The Examiner still fails to dispute the point that RAMOS does 
not supply the deficiencies of the references. 



For the reasons stated herein, as well as for the reasons 
stated in the Appeal Brief, Appellants submit that the 
rejections should be reversed. 



January 29, 2004 

Roger P. Glass, Esq. 

5597 Seminary Road, No. 1301S. 

Falls Church, VA 22041 

(703) 379-8443 



Conclusion 



Respectfully submitted, 
Paul S. GLOYER et al . 
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Sir: 

Transmitted herewith are the following: 

X Reply Brief 

_ Terminal Disclaimer 

^ Request for Extension of Time for 1 Month 

No additional fee is required 
The fee has been calculated as shown below: 
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*If less than 20, write 20 
**Iflessthan3,write3 

PleasechargemyDeposit Account No. 50-1381 in the amount of $ . 

A Check in the amount of $ to cover the fee is included 

X The Commissioner is hereby authorized to charge payment of the foUowing fees associated with this communication 
or to credit any overpa^ent to Ekposit Accoimt No. 50-1 381 : 

_X_ Any additional filing fees required under 37 CFR 1.16. ^ 
X Any patent apphcation processing fees under 37 CFR 1.17. 
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